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DETAILED ACTION 



Priority 

1 . Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which 
papers have been placed of record in the file. 

2. Should applicant desire to obtain the benefit of foreign priority under 35 
U.S.C. 119(a)-(d) prior to declaration of an interference, a translation of the foreign 
application should be submitted under 37 CFR 1.55 in reply to this action. 

Information Disclosure Statement 

3. The information disclosure statements (IDS) submitted on 18 March 2004 and 
30 September 2005 are acknowledged. The submissions are in compliance with the 
provisions of 37 CFR 1 .97. Accordingly, the information disclosure statements are 
being considered by the examiner. 



Claim Objections 

4. Claims 2-10,12-17 are objected to because of the following informalities: 
On line 1 of Claims 2-4,6-8,10,1 2-1 7, or all the dependent claims, it reads "A clip" and 
should rather read -The clip--. On line 3 of Claim 2 it reads "the looped being" and 
should be changed to -the looped portion being-. On lines 5-6 of Claim 6, it reads "the 
retainer pipe covering the hook when the hook is deformed so that the hook is 
disengaged" and should rather read -and the retainer pipe covers the hook when the 
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hook is deformed and disengaged from the wire-. On lines 3 and 4 of Claim 7 it reads 
"the insertion tube detachably stores" and should be changed to -the insertion tube that 
detachably stores-. On line 5 of Claim 7 it reads "and plastic deformation" and should 
instead read -and the clip is plastically deformed-. On line 3 of Claim 8 it reads 
"through which the clip gets away" and should be changed to -from which the clip 
detaches- or with using another word for "detaches." On line 8 of Claim 9 it reads "is not 
less pliable than enough to" and should be changed to -is pliable enough to-. 
On line 6 of Claim 15 it reads "gasping" and should instead read -grasping-. 
On line 8 of Claim 15 it reads "insertion means" and should instead read -insertion 
tube-. On line 2 of Claim 17 it reads "that part" and should be changed to -the part-. 
Appropriate correction is required. 

Note : Claim 9 recites "flexible insertion means" and "elongate means" which do not 
invoke 35 U.S.C 112, sixth paragraph. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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6. Claims 1 , 2, 9-1 2, 1 5, and 1 6 are rejected under 35 U.S.C. 1 02(b) as being 
anticipated by Matsuno et al. (U.S. Patent No. 5,766,184). 
Claims 1. 9, and 10 : Matsuno et al. discloses a flexible insertion tube, or flexible 
insertion means, 28 capable of being inserted into a cavity of a living body, a flexible 
wire 37, or elongate means, formed of stainless steel, and therefore having ductility, 
wherein "wire" is taken to mean "a length of material," and movably passed through the 
insertion tube for advance and retreat, and a junction provided on the distal end portion 
of the wire, detachably coupled with a clip 45 located at the distal end portion of the 
insertion tube, and pliable enough to follow up deformation of the insertion tube and 
effects grasping operation and disengaging operation of the clip (Figure 14 and col. 3, 
lines 63-64 and col. 5, lines 8-11). 

Claim 2 : Matsuno et al. discloses the junction having a looped portion formed by 
turning the wire, wherein "looped" is taken to mean "curved," the looped portion being 
coupled with the clip (Figure 5A). 

Claim 11 : Matsuno et al. discloses a flexible insertion tube 28 capable of being 
inserted into a cavity of a living body, a manipulating member 33 which is passed 
through the insertion tube for advance and retreat and moves with respect to the 
insertion tube, thereby effecting grasping operation and disengaging operation of a clip 
located at the distal end portion of the insertion tube, a flexible connecting member 37, 
formed of stainless steel, and therefore having ductility, extending from the clip, having 
one end and the other end, the one end being coupled to the distal end of the 
manipulating member and the other end detachably coupled to the clip, and pliable 
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enough to follow up deformation of the insertion tube (Figure 14 and col. 3, lines 63-64 
and col. 5, lines 8-11). 

Claim 12 : Matsuno et al. discloses the connecting member 37 having a flexible wire, 
wherein "wire" is taken to mean "a length of material," and a junction provided on the 
distal end portion of the wire, detachably coupled to the clip, and pliable enough to 
follow up deformation of the insertion tube (Figure 14). 

Claim 15 : Matsuno et al. discloses a flexible insertion tube 28 capable of being 
inserted into a cavity of a living body, a manipulating member, or wire, 33 which is 
passed through the insertion tube for movement and is moved with respect to the 
insertion tube, thereby effecting grasping operation and disengaging operation of a clip 
45 located at the distal end portion of the insertion tube, and a coupling member 37 
which is provided on the distal end of the manipulating member, is coupled to a wire 33 
extending from the clip and pliable enough to follow up deformation of the insertion 
tube, effects grasping operation of the clip, and can leave the clip when the 
manipulating member is hauled with a tractive effort great enough to leave the clip 
(Figure 14 and col. 3, lines 63-64 and col. 5, lines 8-11). 

Claim 16 : Matsuno et al. discloses a flexible tube sheath 3 penetrated by the insertion 
tube 28 for advance and retreat, the tube sheath being capable of storing the clip 
located at the distal end portion of the insertion tube (Figure 14, col. 3, lines 52-55). 

7. Claims 5 and 6 are rejected under 35 U.S.C. 102(a) as being anticipated by 
Muramatsu et al. (U.S. Patent No. 20020133178). 
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Clam 5 : Muramatsu et al. discloses a flexible insertion tube 1 capable of being 
inserted into a cavity of a living body, a flexible wire 4 having pliability and movably 
passed through the insertion tube, a clip 3 located at the distal end portion of the 
insertion tube and having a hook 3f, and a junction 4a provided on the distal end portion 
of the wire, detachably coupled with the hook of the clip, and pliable enough to follow up 
deformation of the insertion tube (Figures 2A, Figures 3A-3B, page 3, paragraph 84, 
page 4, paragraph 97). 

Claim 6 : Muramatsu et al. discloses a clip retainer pipe 2 which covers the proximal 
end portion of the clip when the wire is hauled whereby the clip is manipulated and the 
retainer pipe covers the hook when the hook is deformed and disengaged from the wire 
(Figure 2A). 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 3, 4, 7, 8, 13, and 14 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Matsuno et al. (U.S. Patent No. 5,766,184) in view of Muramatsu et 
al. (U.S. Patent No. 20020133178). 

Claims 3 and 14 : Matsuno et al. discloses the claimed device, except for the wire 
having a turn portion coupled to the clip and a weak portion formed of at least parts of 
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doubled wire portions on two opposite sides and intertwined so as to loosen when the 
wire is hauled with a tractive effort great enough to leave the clip. 

Muramatsu et aL teaches a wire 4 having a turn portion coupled to the clip and a 
weak portion 4a formed of at least parts of doubled wire portions on two opposite sides 
and may be intertwined so as to loosen when the wire is hauled with a tractive effort 
great enough to leave the clip (Figure 3B and page 9, paragraph 179). It would have 
been obvious to one of ordinary skill in the art at the time of invention to provide a wire 
with a turn portion and an intertwined weak portion, as taught by Muramatsu et al., to 
Matsuno et al. since it was known in the art that a closed loop turn portion with an 
intertwined weak portion at the end of a wire coupled to a clip provides the option of 
using more controlled force when hauling a wire, as opposed to using an open loop 
hook which may lead to undesired release of the clip. 

Claims 4 and 13 : Matsuno et al. discloses the claimed device, except for the junction 
having a weak portion which breaks when the wire is hauled with a tractive effort great 
enough to leave the clip. 

Muramatsu et al. teaches a junction having a weak portion 14a which breaks 
when the wire is hauled with a tractive effort great enough to leave the clip (page 9, 
paragraph 178). It would have been obvious to one of ordinary skill in the art at the time 
of invention to provide a junction having a weak portion which breaks, as taught by 
Muramatsu et al., to Matsuno et al. since it was known in the art that the detachment 
between a manipulating member and a clip may be ensured and more efficient when 
there is breakage after applying a tractive force as opposed to maneuvering the 
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manipulating member in relation to the clip for detachment, which involves more 
precision and is time consuming. 

Claims 7 and 8 : Matsuno et al. discloses the claimed device, except for a clip setting 
portion which is provided on the distal end of the insertion tube that detachably stores 
the clip, controls the clip in open-close action and the clip is plastically deformed as the 
wire is manipulated, the clip setting portion having a slit from which the clip detaches 
after the clip is plastically deformed. 

Muramatsu et al. teaches a clip setting portion 2 which is provided on the distal 
end of the insertion tube that detachably stores the clip, and controls the clip in open- 
close action and the clip is plastically deformed as the wire is manipulated, the clip 
setting portion having a slit, or aperture at its distal end, from which the clip detaches 
after the clip is plastically deformed (Figures 2A-2C). It would have been obvious to one 
of ordinary skill in the art at the time of invention to provide a clip setting portion with a 
slit and the clip to be plastically deformed, as taught by Muramatsu et al., to Matsuno et 
al. since it was known in the art that protection and actuation is necessary for a clip 
before and after useage in engaging with tissue and plastic deformation of a clip 
ensures a permanent position of the clip in order for the clip to maintains its function. 

10. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Matsuno etal. (U.S. Patent No. 5,766,184) in view of Sugiyama etal. (U.S. Patent No. 
20020177861). 
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Claim 17 : Matsuno et al. discloses the claimed device, except for the part of the 
insertion tube which is situated behind the clip and exposed from the distal end of the 
tube sheath when the clip projects from the tube sheath forms a curvedly raised portion. 

Sugiyama et al. teaches a part of an insertion tube 130 which is situated behind a 
clip 110 and is adapted to be exposed from the distal end of a tube sheath 150 when 
the clip projects from the tube sheath forming a curved portion (Figure 46). Although 
Sugiyama et al. does not show a curved portion that is raised, it would have been 
obvious to one of ordinary skill to use a curvedly raised portion since it was known in the 
art that insertion tubes are formed of flexible material and therefore they may 
accommodate any curves, raised or lowered, while being maneuvered through a body 
lumen. 

Conclusion 

11. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Adams et al. (U.S. Patent No. 20050182426) discloses a flexible 
connecting member (Figure 21). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Diane Yabut whose telephone number is (571) 272- 
6831 . The examiner can normally be reached on M-F: 9AM-4PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Hayes can be reached on (571) 272-4959. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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SUPERVISORY PATENT EXAMINER 



